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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 
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Yettow Cap Co. or Atiantic City v. Simons; YELLow Cas 


Co. or ATLaNTic City v. FisHER 
(14 A. R. 533) 


Court of Chancery of New Jersey 


November 1, 1928 


Unram Compretirion—Cowor on TAxicass. 

Where plaintiff had for thirteen years maintained a taxicab service 
under the name “Yellow Cab Company” by the use of cabs, painted 
yellow, and having certain distinctive markings, and had thereby iden- 
tified such service to the public, the use by defendants of the color 
yellow on their cabs, together with certain other features ‘calculated 
to cause confusion with plaintiff's service, was enjoined as unfair 
competition. 


In equity. Suit for unfair competition in the use of color and 
markings on taxicabs. Decrees for complainant. 


Babcock & Champion and Emerson Richards, all of Atlantic 
City, N. J., for complainant. 

Stephen A. Damico, of Atlantic City, N. J., and George F. 
Seymour, Jr., of Newark, N. J., for defendants. 


Incersott, V. C.: The complainants have conducted and 
maintained a taxicab business in Atlantic City for approximately 
thirteen years. Originally they were incorporated under the name 
of “Edwards Taxicab Company” in September, 1915. The name 
of the corporation was from time to time changed (by the filing 
of certificates, etc.), until on the 17th day of October, 1922, it 
became “Yellow Cab Co. of Atlantic City.” 

The complainant has secured in Atlantic City an established 
business and a valuable business reputation and patronage in its 
operation of what is commonly known as “Yellow Cabs.” 

The company had, at the time of the hearing, about 120 cabs 
painted yellow and with certain distinguishing marks thereon, ‘as 
well as the words “Yellow Cab Co.” painted upon each door. There 
was also a number upon the cowl, and telephone numbers upon 
the back of the body. It also has a large number of stands about 
the city. These stands are exclusive, by reason of renting of spaces 
therefor, at the Pennsylvania Railroad Main Station and Electric 
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Station, and at the Reading Railroad Station, and also at several 
of the larger hotels and in eight or ten other points in different 
parts of the city. These stands were connected by independent 
trunk lines for telephone service. The result has been that the 
company has built up an extensive and increasing business and 
patronage in the use of Yellow Taxicabs, and the style of its name 
has become trade symbols of great importance and value to it. 
From time to time there have been imitations of the complainant’s 
cabs. and injunction proceedings have been heretofore instituted 
and preliminary injunctions granted. 

The complainant was first in the local field in establishing 
and maintaining the operation of cabs of uniform appliance as to 
style and color scheme. An attempt was made by the defendants 
to show that cabs similar in appearance to complainant’s cabs had 
been operated prior to the time when the complainant adopted its 
present color scheme and the style and dress of its cabs. Other 
than to show that cabs had at times, and from time to time, been 
painted different shades of yellow, this attempt entirely failed. 
Furthermore, none of the persons who previously operated such 
painted cabs are now in this case. 

In 1927 Simons purchased from the factory a reconditional 
“Shaw Cab,” which is the cab built by the “Yellow Taxicab Co. 
of Chicago.” This cab was delivered to him in what is known in 
the trade “in lead”; that is, a neutral or priming color, as a founda- 
tion for the finishing coat. Simons painted it yellow, as near as 
may be the color of the Yellow Cab operated by the complainants. 
He also painted, or caused to be painted, upon the doors of his 
car the words “Public Service,’ in a manner similar to the words 
on the doors of the complainant’s taxicabs. He also painted a 
number upon the cowl of his car in the place used by the com- 
plainant to paint the number of their cars. This number painted 
thereon had no significance as a number, and its use could not be 
explained by the defendant, and was manifestly painted thereon 
to make more marked the resemblance to the complainant’s cars. 

On November 5, 1926, Fisher purchased from one Myer Feld- 
man a reconditioned Shaw Cab, which was at that time painted 
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yellow. Fisher had operated other cabs, which he had painted 
yellow. After he had been notified by the Yellow Cab Company 
to discontinue the use of one of these cars, and suit had been insti- 
tuted against him, he left Atlantic City and discontinued the taxicab 
business in Atlantic City. 

It should also be said in passing that the defendants also 
wore caps with an insignia thereon which closely resembled that 
worn by the chauffeurs of the complainant. This device was, from 
time to time, changed by the complainant. Its use, therefore, is 
only referred to as an additional evidence of the defendants’ 
attempts to imitate the!appearance of the complainant’s cars and 
drivers. 

I cannot do better than to paraphrase the language of Vice- 
Chancellor Leaming in Yellow Cab Co. v. Robert Knoz, in an 
opinion not reported, on a hearing upon the return of an order to 
show cause why an injunction should not be granted: 

The case in its essential features is practically identical with 
that of Taxi § Yellow Tazi Operating Co. v. Martin, 91 N. J. Eq. 
233, 108 A. 763 [10 T.-M. Rep. 231]. 

There is not in my mind the slightest doubt but that the re- 
semblance of defendant’s taxicab to the taxicabs of complainant 
will necessarily deceive the traveling public by leading people who 
seek taxicab service to believe that the taxicab of the defendant is 
a taxicab operated by complainant. Many of the passengers com- 
ing from the trains seeking a taxicab of complainant will inevitably 
enter defendant's cab in the belief that they are patronizing com- 
plainants—it cannot 'be otherwise. 

Complainant’s cars are favorably known to the public, and 
their peculiarly conspicuous color has brought them to the atten- 
tion of almost everyone who has occasion to use taxicabs, and the 
suggestion that passengers arriving upon a train with complainant’s 
taxicabs in mind will be at all likely to observe the features of 


difference between complainant’s cars and the cars of defendant 


cannot be seriously entertained; this is especially so at night when 


the minor points of difference are even less noticeable. 
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There are points of difference. When the cars were placed 
side by side for the special purpose of inspection, these points by 
difference can be noticed. 

For obvious reasons the defendant did not paint the words 
“Yellow Cab Co.” upon the doors of this car; but he did imitate 
the appearance thereof by the use of other words. The inspection 
of the cars clearly disclosed that by reason of the general appear- 
ance of the defendant’s car, it will in practical operation necessarily 
be mistaken for one of the cars of complainant. 

The testimony produced by the defendant did not in any way 
change the resemblance of defendant’s car to those operated by 
complainant. Nor did that testimony decrease the conviction that 
that similitude had been deliberately planned and obtained by the 
defendant. 

Having found that the defendant’s car is an imitation of that 
of complainant, is the complainant entitled to relief? In Yellow 
Cab Co. v. Knox, supra, from which I have so voluminously quoted, 
it was said: “Complainant has not shown that any passengers have 
vet been deceived.” In the present case there is some such testi- 
mony. 

The defendant claims that the complainant’s taxicabs are 
different from the “Yellow Cabs” operated by it, and that under 
the telephone number of 6000 (that of the complainant) is listed 
a number of other names, such as Bergdoll Taxicabs, Black & 
White Cab Co., Checker Cab Co., Edwards Taxicabs, Yellow Cab 
Co., and E. B. Yellow Cab Co. The officers of the complainant 
deny any responsibility for this listing. It is to be noted that 
these listings, with two exceptions, are the names or abbreviations 
of the names of this corporation at various times. 

The defendant’s claim as set out in his brief is: 


“Complainant cannot be heard in a court of equity to ask an injunc- 
tion to restrain others from using a Yellow Cab unless we go far enough 
to reason that they might just as well ask this court to restrain anyone 
from using a cab painted in any if not all of the color combinations used 


by it in its operation of cabs. The Packard Sedan is finished by the 
manufacturer in a dark blue color and in that color it is operated by the 
complainant. The query is, could complainant be heard to ask that the 
use of all blue painted Packards be restrained as taxicabs in Atlantic 
City?” 
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No assistance is given in this brief to reply to this query, 
except the brief proceeds: 


“The broad basis of the jurisdiction of this court in protecting the 
right of persons in business who seek to protect themselves from unfair 
competition is that they have originated some one thing that is of value 
to them in their business and that that thing, which they originated, was 
copied and simulated by some other person, in order either to deceive the 
public or to deprive the complainant of its right to this business. Surely 
the complainant cannot come into a court of equity and say that in Atlan- 
tic City it operates taxicabs under six names, all of which are totally 
dissimilar, and operate a half dozen different color combinations on cabs 
and they say that ‘they are entitled to the injunction of this court to 
prevent any other person from using any name that the complainant is 
using, or any color combination that the complainant is using.” 


Upon the latter suggestion, it is sufficient to say that the com- 
plainant asks no such relief—it prays that it may have the defend- 
ant restrained from operating a “Yellow Cab.” 

It might well be said that this court would not lend its aid 
in permitting any one individual or corporation to use all the 
colors of the spectrum in every conceivable combination and form, 
and thereby prevent any competition by reason of the fact that no 
other method of painting could be found. 

Using Vice-Chancellor Backes’ language in Tazi & Yellow 
Taxi Operating Co. v. Martin, 91 N. J. Eq. 233, 108 A. 763 [10 
T.-M. Rep. 231]: 

“The motive and object of the defendants in adopting the get-up of 
the complainant’s cab is!palpable, and the conclusion is irresistible that 
they deliberately set out to annex the complainant’s patronage by palming 
off their cabs for those of the complainant’s. They had previously inti- 
mated their purpose, in confidence, to their friends. Such conduct in 
trade is unfair, unconscionable and fraudulent and will be enjoined. Inter- 
national Silver Co. v. Rogers, 67 N. J. Eq. 646 [60 A. 187, 110 Am. St. 


Rep. 506, 3 Ann. Cas. 804]; L. Martin Co. v. L. Martin & Wilckes Co., 
75 N. J. Eq. 257 [72 A. 294, 21 L. R. A. (N. S.) 526, 20 Ann. Cas. 57].” 


After stating the excuse there offered by the defendant, the 
Vice-Chancellor continues: 


“But, even if this excuse were true, it would not avail, for, whether 
the similarity be calculated or accidental, if it appears that the resemblance 
necessarily or probably tends to deceive the public into the belief that the 
taxicabs of the defendants are those of the complainant, it would be 
prohibited as unfair trading. Confusion has, in fact, resulted from the 
close resemblance. The principles of law on the subject are so familiar 
to the student of the opinions of this court and the appellate court that 
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extended citation of authorities would be useless labor. The latest expres- 
sion of the doctrine concerning unfair trade is to be found in the opinion 
of the court of errors in Hilton v. Hilton, 90 N. J. Eq. 564 [107 A. 263} 
[9 T.-M. Rep. 273], where many of the cases are gathered.” 


I find that the acts of each of the defendants were for the 
purpose of deceiving the public and fraudulently inducing them 
to patronizing a cab of the complainant company. 

The prayer of the complainant’s bill should be granted, and 
each defendant should be enjoined from the use and operation of 
said cab, in the fraudulent manner complained of. 


RosENBERG v. RoOsENTHAL ET AL. 
(N. Y. Sup. 62) 


New York Supreme Court, Special Term, New York County 
November 19, 1929 


Unram CompPetirion—PreELIMINARY INJUNCTION. 

Where it is plain that the outcome of a suit will be in plaintiff's 

favor, it is the duty of the court to issue a preliminary injunction. 
Unrair Competition—TRrape-N AMES. 

Plaintiffs had built up an extensive business in rugs and floor 
coverings under the trade-name “American Rug & Carpet Company.” 
Defendants who later started a competing business next door to 
plaintiffs under the name “American Floor Covering Company,” were 
restrained from further use of the word “American” pending the out- 
come of the suit. 

Unrair Competirion—Competine Locations. 

The fact that, since 1917, the defendants had used their trade- 
name in Newark, N. J., gave them no right to use it in New York 
City, in direct competition with plaintiff. 

Unram Competirion-—DerenseE—LAcHEs. 

Laches cannot succeed as a defense where plaintiffs, although 
they waited before filing suit for four years after the first use of the 
infringing name by defendants, made from the first repeated requests 
that such use be discontinued. 


In equity. Motion for preliminary injunction to restrain 
wrongful use of trade-name. Injunction granted. 

Morris Weiss, of New York City, for plaintiff. 

Archibald Palmer, of New York City, for defendants. 


Peters, J.: This is an application for an order restraining 
and enjoining the defendants and each of them, pending the out- 
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come of this action, from using the name “American Floor Cover- 
ing Company” or any similar name in connection with the sale 
of carpets, rugs, linoleums, oilcloths, or any other floor covering, 
or exhibiting the said trade-name on the windows, signs, billheads, 
letterheads, or any other stationery of the defendants. Upon the 
call of the calendar the defendants defaulted and the motion was 
granted. Upon consent, however, and with the approval of the 
court, this default is now opened and the matter will be disposed 
of on the merits. 

From January, 1903, to January, 1925, the plaintiff, in part- 
nership with Harry Kramer, was engaged in the business of selling 
carpets, rugs, and linoleums to the wholesale and retail trade. On 
February 21, 1908, a certificate was duly filed by plaintiff and 
Kramer in the office of the clerk of the county of New York cer- 
tifying that they were conducting and transacting business under 
the trade-name and style of “American Rug & Carpet Company.” 
On February 1, 1916, plaintiff's place of business was established 
at 273 Canal Street, Borough of Manhattan, where the business 
ever since has been and is at present being conducted and main- 
tained. On January 31, 1925, the co-partnership between plaintiff 
and Kramer was dissolved and Kramer sold to plaintiff all his right, 
title, and interest in and to the trade-name “American Rug & Car- 
pet Company” and the good-will thereof, and since then plaintiff 
as sole owner has been conducting the business as “American Rug 
& Carpet Company” at 273 Canal Street. On February 5, 1925, 
plaintiff filed a certificate as provided for by law certifying that 
he was conducting and transacting business under the trade-name 
and style of “American Rug & Carpet Company” at 273 Canal 
Street, Borough of Manhattan. 

On or about January 1, 1926, defendants entered into posses- 
sion of a store at premises 269 Canal Street, adjoining plaintiff's 
place of business, and shortly thereafter a sign was placed on the 
premises indicating that the business was being conducted under 
the trade-name and style of “American Floor Covering Company.” 


The character of the sign painted on defendants’ window is clearly 
shown in the photograph attached to defendants’ opposing affida- 
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vits. The store front of the plaintiff next door is also shown by 
a photograph attached to defendants’ papers. 

The plaintiff, through the efforts of himself and his former 
partner, has built up a very large business under the trade-name 
used by them. It is said by one of the defendants, the son of the 
defendant who established the business, that in 1915 his father 
was engaged in the retail business of linoleums, carpets, and other 
floor coverings in Newark, N. J., under the firm name of the “Broad 
Carpet & Linoleum Company.” This business was conducted on 
Broad Street, Newark. Since 1917 the name of “American Floor 
Covering Company” has been and still is used by the defendants 
herein as their trade-name. 

When the defendants left Newark with their trade-name of 


“American Floor Covering Company,” with the whole city to choose 
from in the matter of location, they located right next door to plain- 
tiff’s place of business. The plaintiff's business annually runs into 
very large figures, whereas it appears from the credit reports 
attached to the moving papers and from defendants’ papers that 
they do not anywhere near approach the volume of trade carried 
on by plaintiff. The large sign painted on the front of defendants’ 
window shows that it was through no mere accident that defendants 
located next door to plaintiff, but that it was and is a deliberate 
attempt on the part of defendants to acquire a part at least of the 
business of plaintiff by utilizing the word “American” in its name, 
which had acquired a secondary meaning as a trade-name used by 
the plaintiff. No affidavit is submitted by the father of the defend- 
ant, who built up defendants’ business, but, instead, an affidavit 
is submitted by the son and by the manager of the defendants. 
The affidavits are in effect arguments that retailers know the 
various brands of carpets, rugs, and linoleums of the manufac- 
turers and that, therefore, there can be no unfair competition be- 
tween these two parties. It is clearly shown, however, by plain- 
tiff’s affidavits that customers are sent to the American Rug & 


Carpet Company by retailers who do not happen to have the par- 


ticular goods desired, so that the customers may choose from the 
stock carried by plaintiff, who is a jobber; such customers knowing 
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nothing about manufacturers, names, or brands. ‘They are sent 
to the plaintiff to choose rugs, carpets, and linoleums, and all they 
are concerned with or know about are the colorings and designs 
and perhaps, in some instances, the quality of the goods. This is 
undoubtedly the reason why the words “American Floor Covering 
Company” are emblazoned in large letters on the store window of 
the defendants so that potential customers of the plaintiff may 
mistake the defendants’ place of business as that of the plaintiff, 
and thereby purchase goods from the defendants which otherwise 
they would purchase of the plaintiff. 

On numerous occasions, and as late as three weeks ago, letters 
addressed to the “American Rug & Carpet Company” have been 
left by postmen, by mistake, with the defendants and, although 
such mail was addressed to the “American Rug & Carpet Com- 
pany,” it was opened by the defendants and thereafter delivered 
by them to plaintiff. On many of such occasions plaintiff com- 
plained to defendants of the similarity of names, and requested 
them to discontinue the use of their trade-name. Plaintiff on such 
occasions stated to defendants that it was unfair for the defendants 
to open such mail, in view of the fact that they were plaintiff's 
competitors. About three weeks ago a representative of defendants 
delivered to plaintiff a number of letters which had been delivered 
to defendants by mistake and which had been opened by them or 
their representatives. One of the envelopes contained orders of 
a salesman of the plaintiff. This envelope had plaintiff's trade- 
name printed thereon and was one regularly used by the plaintiff 
in his business; notwithstanding this, when delivered the envelope 
was opened. Within the last two or three weeks several prospec- 
tive customers were sent to plaintiff’s place of business by retailers, 
but went by mistake to defendants’ place of business and were 
not notified of the mistakes. 

Where it is seen that the ultimate outcome of the suit will 
be in favor of the plaintiff, it is the duty of the court to issue a 
preliminary injunction. 


Defendants attempt to raise the question of laches by reason 
of the fact that the plaintiff has waited practically four years 
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before bringing suit. The question is not one of laches, however, 
but of acquiescence or estoppel. In Menendez v. Holt, 128 U. S. 
514, the court said at page 524, 9 S. Ct. 143, 145, 82 L. Ed. 526: 


“But there is nothing here in the nature of an estoppel; nothing 
which renders it inequitable to arrest at this stage any further invasion 
of complainants’ rights. There is no pretense of abandonment. That 
would require proof of non-user by the owner, or general surrender of 
the use to the public. The evidence is positive that Holt & Co. continu- 
ously used the trade-mark, always asserted their exclusive right to it, 
and never admitted that of any other firm or person; and, in the instance 
of every party, including Ryder, who used this brand on flour not of 
Holt & Co.’s selection, that use, when it came to their knowledge, was 
objected to by the latter, and personal notice given, while publication 
was also made in the newspapers circulating where the flour was usually 
marketed, containing a statement of Holt & Co.’s rights, and warning 
against imitations. It is idle to talk of acquiescence, in view of these 
facts. Delay in bringing suit there was, and such delay as to preclude 
recovery of damages for prior infringement; but there was neither con- 
duct nor negligence which could be held to destroy the right to prevention 
of further injury.” 

In the case at bar, the plaintiff, shortly after the opening of 
defendants’ business, on noting the similarity of names and realiz- 
ing that confusion might result therefrom, approached Alexander 
Rosenthal, who is a defendant herein and the father of the de- 
fendant who made the affidavit, and called his attention to the 
similarity not only in the trade-names, but also in the surnames 
of the owners of each of the businesses; that there was likely to 
be considerable confusion by reason of his having assumed the 
trade-name of “American Floor Covering Company,” and damage 
might be caused thereby to either the plaintiff or defendants; that 
plaintiff at great expense had built up a considerable business under 
the trade-name of “American Rug & Carpet Company”; that deal- 
ers with whom plaintiff dealt frequently sent customers to select 
merchandise which said dealers did not have on hand, and that 
such customers were likely to enter the defendants’ place of busi- 
ness, by mistake, by reason of its close proximity to plaintiff's 
place of business and the similarity of trade-names. Plaintiff 
requested the defendants to discontinue the use of the trade-name 
“American Floor Covering Company” and offered to pay for the 
cost of the sign and any stationery, but the defendants refused to 
discontinue the use of said trade-name. 
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In July, 1927, plaintiff through his counsel again notified the 
defendants to desist from the use of the name. There was, there- 
fore, no acquiescence or estoppel shown in this case, but continual 
protests on the part of the plaintiff against the unfair trade tactics 
of the defendant. Mere laches does not prevent the court from 
granting a preliminary injunction in a proper case. In W. P. 
Goldman & Bros. v. Goldstein, 125 Misc. Rep. 787, 211 N. Y. S. 
872, 874, the court held: 

“The final objection that the defendants have been using the trade- 
mark for six years without protest against its use is also unavailable. 
Even if it should appear that the plaintiff had knowledge of its use, the 


doctrine of laches does not seem to have application in actions of this 
character (Menendez v. Holt, supra).” 


The motion for a temporary injunction as prayed for is there- 
fore granted. 


Tue B. F. Goopricn Company v. GLoscarp WarprosBe Company 


United States Court of Customs and Patent Appeals 


February 6, 1930 


Trape-Marxs—Opposition—“Ziprer”—Goopns or DIFFERENT 
PROPERTIES. 
Wardrobe bags held to be goods of different descriptive proper- 
ties from boots made of rubber and fabric, notwithstanding that each 
was equipped with a slide fastener. 


DeEscRIPTIVE 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 17 T.-M. Rep. 547. 


Pierson, Eakin & Avery (Willard D. Eakin, of counsel), for 
appellant. 
Edwin S. Clarkson, for appellee. 


Before Granam, Presiding Judge, and BiaNp, Hartrie.p, 
Garrett, and Lenroot, Associate Judges. 


Garrett, J.: This is a trade-mark case involving use of the 
word “Zipper.” 
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In May, 1926, appellee filed with the Commissioner of Patents 
a declaration of the adoption and use of the word “Zipper” as a 
trade-mark for wardrobe bags, in class 2, receptacles, and applied 
for registration in accordance with the Act of February 20, 1905, 
as amended. This declaration, which was amended in July, 1926, 
alleged that the trade-mark had been “continuously used and ap- 
plied to applicant’s goods since April 1, 1925.” 

In October, 1926, the application was passed to publication 
and published November 9, 1926, O. G. Vol. 352, No. 2, 302. 

November 19, 1926, appellant filed with the Commissioner 
notice of opposition. 

On April 21 appellee entered a motion to dismiss the opposi- 
tion, which, upon being heard on May 12, 1927, before the Exam- 
iner of Interferences, was allowed. The case was appealed to the 
Commissioner and on October 31, 1927, the Commissioner’s deci- 
sion affirming the decision of the Examiner was rendered. Appeal 
was thereupon taken by the opposer and thus the matter comes 
before this court. 

In its notice of opposition appellant alleges that on April 7, 
1925, it obtained registration, No. 197,090, of the word “Zipper” 
as a trade-mark for “boots made of rubber and fabric’; that it 
has continuously and very extensively used the word, in interstate 
commerce, as a trade-mark for “boots made of rubber and fabric, 
and more especially overshoes made of rubber and fabric,’ from 
about June 13, 1923; that it has widely popularized the word; 
that boots and overshoes are articles of clothing and wardrobe 
bags are closely related to and associated in the minds of the public 
with clothing; that the course of trade is similar—to a large extent 
the same—with reference to the respective articles; that its goods 
have contained slide fasteners as component parts thereof; that 
it understood appellee’s goods contained similar slide fasteners; 
and that the use of the word by appellee would damage appellant 
in various ways, such as causing confusion of trade, diluting the 
popularity of appellant’s trade-mark, subtracting from the estab- 
lished good-will of appellant, unwarrantedly lessening the distinc- 
tiveness of appellant’s trade-mark, likely causing members of the 
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public to assume a business connection between appellant and 
appellee and tending to cause the word “Zipper” to become a 
generic name for slide fasteners, without justification and to 
opposer's damage. 

The slide fastener, which we understand both parties to the 
instant controversy to be using, was a patented invention, but the 
patent long since expired so that the article is now subject to use 
by the public upon any and all goods to which it may be thought 
suitable. The name “Zipper” does not appear upon the slide 
fastener itself. The certificate of registration to appellant states 
that “the trade-mark is applied by printing it on a label applied 
to the box in which the boots are sold.” The statement of appellee 
in its application says that in its case “the trade-mark is applied 
or affixed to the goods, by placing thereon a printed label on which 
the trade-mark ‘Zipper’ is shown.” 

An examination of the reproductions of the designs used by 
the respective parties in their utilization of the word does not 


show any similarity, which would cause the design of one party to 


be mistaken for, or confused with, the design of the other party, 
and we do not understand any allegation that such is the case is 


made. It is the use of the word itself to which appellant makes 
objection. 


It does not seem to us that the goods of the respective parties 
can be held to be of the same descriptive properties, in the sense 
of the statute. Boots and shoes and overshoes are articles of cloth- 
ing and “wardrobe bags” suggests the idea of the bags being 
utilized as receptacles or protectors for some articles of clothing, 
but hardly for boots, shoes or overshoes. The relation is too 
remote. The only physical element common to the goods is the 
type of slide fastener, and we should be unwilling to hold that 
this element served to render them “of the same descriptive proper- 
ties,’ they being in all other respects wholly dissimilar. 

Numerous authorities were cited in the briefs and oral argu- 
ments of the respective parties and these we have carefully exam- 
ined greatly to our interest and instruction, but we find none which 
we think would justify the holding for which appellant contends. 





48 TWENTY TRADE-MARK REPORTER 


Upon the contrary, the weight of authority appears to be in sup- 
port of the decisions of the Patent Office Tribunals. Johnson Edu- 
cator Food Company v. Sylvanus Smith § Co., Inc., 175 O. G. 268, 
87 App. D. C. 107 [2 T.-M. Rep. 90]; The Quaker Oats Com- 
pany v. Mother’s Macaroni Company, 198 O. G. 899, 41 App. 
D. C. 254 [4 T.-M. Rep. 73]; The Rockwood Pottery Company 
v. The A. Wilheim Company, 212 O. G. 1691, 48 App. D. C. 1; 
The Denver Gas & Electric Light Company v. The Alexander 
Lumber Company, 283 O. G. 182, 50 App. D. C. 207 [11 T.-M. 
Rep. 71], (269 Fed. Rep. 859); and many others cited in their 
decisions appear to be in point. 
The decision of the Commissioner is affirmed. 


Mu tuens & Kroprr, Inc. v. ApotpH C. ONNEN (DoiNG Business 
as THe Armot CuemicaLt Company) 


United States Court of Customs and Patent Appeals 
February 6, 1930 


Trave-Marxs—Opposirion—Goops or Dirrerent Descriptive Properties. 
Liquid medicinal preparations, for the treatment of colds, grippe, 
chills, and fever, malaria and biliousness and for use as a blood 
builder, held to be of different descriptive properties from antiseptic 
mouth wash and scalp remedies, cold cream, vanishing cream, honey- 
jelly cream, sachet powder, toilet powder, face powder, bath salts, 
smelling salts, dental preparations, fingernail preparations, hair tonic, 
cologne and toilet soap. 
Trave-Marxs—Conrvsion “4711” ann “7-11.” 
It seems that, if used on goods of the same descriptive properties, 
the mark “7-11” would be likely to be confused with the mark “4711.” 


Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 18 T.-M. Rep. 251. 


Emery, Booth, Janney & Varney (Lucius E. Varney, Edward 
G. Curtis, Nichol M. Sandoe, of counsel), all of Washing- 
ton, D. C., for appellant. 

John W. Farley, of Memphis, Tenn., for appellee. 
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Before GrauaM, Presiding Judge, and BuiaNp, Hartriexp, 
Garrett, and Lenroot, Associate Judges. 


Garrett, J.: This is an appeal from the decision of the 
Commissioner of Patents sustaining the action of the Examiner 
of Trade-Mark Interferences dismissing an opposition filed by 
Mulhens and Kropff to the application of Onnen for the registra- 
tion as a trade-mark of the numerals “7-11’’ applied to certain 
liquid medicinal preparations, for the treatment of colds, grippe, 
chills, and fever, malaria and biliousness and for use as a blood 
builder. 

Appellant (opposer) claims ownership of the mark “4711,” 
which has been registered as follows: 

No. 9,405, issued May 23, 1882; No. 45,617, issued August 
22, 1905; renewed May 5, 1925; No. 50,685, issued March 27, 
1906; No. 143,100, issued May 24, 1901; No. 143,408, issued 
May 31, 1921; and No. 144,207, issued June 28, 1921. 

The decision of the Commissioner recites that appellant has 
used the mark upon various preparations as follows: 


“Antiseptic mouth wash and scalp remedies, cold cream, vanishing 
cream, honey-jelly cream, sachet powder, toilet powder, face powder, bath 
salts, smelling salts, dental preparations, fingernail preparations, hair 
tonic, cologne and toilet soap.” 

The case was heard before the tribunals of the Patent Office 
upon a stipulation of facts, from which it appears that opposer 
and its predecessor have used the mark “4711” upon some or all 
of the goods mentioned continuously since about 1878, advertising 
and distributing them throughout the United States, and that these 
goods and the mark are extensively and favorably known. It 


further appears that opposer has never used the mark upon any 
internal remedies adapted to the uses for which applicant’s goods 
are manufactured, or in fact upon any internal remedies or prepara- 
tions, but it is argued that since both kinds of goods are largely 
handled by the same retail dealers or druggists, together with 
other goods of the same character as those of applicant, confusion 
of origin would likely result in a manner which should cause regis- 


tration to be refused to appellee (applicant), particularly in view 
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of the fact that the numerals “7-11” are the same as three of those 
in the mark “4711.” 

It appears that applicant’s mark “7-11” was first used upon 
tonic to a very limited extent by his predecessor in business, begin- 
ning about 1897, but it was not used to any appreciable extent in 
interstate commerce prior to 1923. 

An examination of the respective design drawings on file as a 
part of the record in the case does not show any similarity of 
arrangement. Opposer’s mark as registered is simply the four 
numerals, “4711,” except that in No. 9,405 there are several adorn- 
ments in the nature of designs, arranged in circular enclosures, and 
also several words, and, in No. 50,685, the numerals are enclosed 
in a somewhat circular design, the letters “No” being so printed 
in connection with the circular line as to precede the numerals. 
Applicant’s design consists of the figures seven and one, one, ar- 
ranged thus: 7-11. These numerals so arranged are on a black 
background, enclosed within a lozenge-shaped panel. 

Nevertheless, the dominant portion of applicant’s mark ap- 
pears to be the numerals and they are the same as three of the 
four numerals which constitute the dominant feature of the mark 
of opposer. If, therefore, they were applied to goods of the same 
descriptive properties, notwithstanding the differences in arrange- 
ment and style, we should think that such confusion might result 
as to bring the application under the bar of the statute, although 
there are numerous authorities that seem to support applicant’s 
insistance to the contrary. However, it does not appear to be 
important definitely to determine that question in this case, because 
we think the Commissioner was clearly right in concluding that 
the goods are not of the same descriptive properties in the sense 
of the statute. Their appearance and uses are quite different; 
they are manufactured for and applied to entirely different pur- 
poses. It is true that opposer states that certain of his soaps are 
medicinal in character. Accepting this as true, the fact remains 
that applicant’s tonic is liquid in form and not solid as is the soap. 
The one is for internal and the other for external use and they 
are for the treatment of entirely different ailments or afflictions. 
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It was shown in the case that the numerals 7-11 have been 
registered in connection with other goods by other persons without 
opposition by opposer. We would not give undue weight to this 
fact without a more careful scrutiny of the goods for which the 
registrations were made.. We take it that opposer did not regard 
the articles upon which those marks were applied as being of the 
same descriptive properties with its own articles. Such is our 
opinion of the materials here involved. 

The decision of the Commissioner is affirmed. 


RosENBERG Bros. & Co. v. WetHerBy-Kayser SuHoe Co. 
United States Court of Customs and Patent Appeals 


February 6, 1930 


Trave-Marks—Opposition—“FasHion Park” ann “FasHion Lane”—Non- 

ConriictiInc Marks. 

Two marks consisting respectively of the words “Fashion Park 
Clothes” and the representation of two persons on horseback, and 
of the words “Fashion Park” upon a shield-shaped background with 
the figures of two persons on horseback, held not to be deceptively 
similar to a mark consisting of the words “Fashion Lane.” The word 
“Fashion” is descriptive, and the other components of the respective 
marks are plainly dissimilar. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision see 17 T.-M. Rep. 500. 


Clarence G. Campbell, of New York City, for appellant. 
No appearance for appellee. 


Before Granam, Presiding Judge, and Bianp, Harrietp, 
Garrett, and Lenroot, Associate Judges. 


GranaM, P. J.: On March 16, 1926, the appellee, Wetherby- 
Kayser Shoe Co., presented its application to the Patent Office 
for the purpose of registering its trade-mark, “Fashion Lane.” 
Afterward, on July 3, 1926, an opposition to the registration of 
said proposed trade-mark was filed by Rosenberg Bros. & Co., 
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the appellant. It appears in said opposition that the appellant 
is the registered owner of the following three registrations, No. 
130,566, dated April 27, 1920, No. 181,225, dated May 4, 1920, 
and No. 160,277, dated October 17, 1922, each of said registra- 
tions covering men’s coats, vests and pants. 

The first of these registered trade-marks consists of the words 
“Fashion Park Clothes,’ the word “Park” being superimposed 
upon a small cut or representation of two persons on horseback. 
The second consists of the words “Fashion Park” upon a shield- 
shaped background over which words appear the figures of two 
persons on horseback. The third consists of words “Tailored at 
Fashion Park,’ surmounted by a similar cut representing two 
persons on horseback. The applicant and appellee here is attempt- 
ing to register his trade-mark consisting of the two words “Fashion 
Lane” to be used on men’s, women’s and children’s footwear, name- 
ly, shoes, slippers, mules and spats of leather, rubber, fabric, or 
combinations thereof. The Examiner of Interferences and the 
Commissioner both held that the opposition should be dismissed, 
and from the decision of the Commissioner the appellant brings 
the case here. 

Certain evidence was taken before the Examiner of Interfer- 
ences in this matter. From this evidence it fairly appears that 
the appellant manufactures large quantities of clothing upon which 
it uses its registered marks, and which clothing is sold throughout 
the United States in clothing and furnishing stores; that it has 
been using the trade-mark “Fashion Park” since January 1, 1915, 
and has carried on an extensive and widespread campaign of adver- 
tising by means of which it has advertised its said trade-marks 
throughout the trade; that 98 per cent. of the dealers who sell 
applicant’s goods sell, also, shoes, hats, neckwear and other similar 
furnishings; that appellant’s goods are also sold in Los Angeles, 
Calif., where the appellee conducts a large store for the sale of 
its goods. 


As we view the matter, the only question necessary to be 
determined on this record is whether the trade-mark of appellee, 
which it proposes to register, so nearly resembles the registered 
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trade-marks owned and used by the appellant as to be likely to 


cause confusion or mistake in the mind of the public, or to deceive 
purchasers. 


In considering this matter it will be borne in mind that the 
goods upon which the opposer uses its trade-marks are men’s coats, 
vests, pants and overcoats, and that the goods upon which the appel- 
lee applicant uses its mark are men’s, women’s and children’s foot- 
wear, such as shoes and so forth. Whether these be considered 
goods of the same descriptive properties or not, their similarity 


or lack of similarity is a very proper matter to be considered in 
determining whether such confusion or mistake in the mind of the 
public is liable to occur by the registration of the appellant’s mark. 

The principal point of similarity between the respective marks 
is the use of the word “Fashion.” It has been held, and we think 
properly so, that this word being descriptive, there can be no exclu- 
sive right to its use. Franklin Knitting Mills v. Kassman & Kees- 
ner, 56 App. D. C. 348 [16 T.-M. Rep. 342]. 

The only remaining question is whether the words ‘“Park’”’ 
and “Lane” in combination with the word “Fashion,” and the other 
elements of the respective marks, as applied to the various goods 
upon which they are used, are so similar as to cause confusion. 
We do not think so. The proposed mark of appellee is the two 
words “Fashion Lane,’ while the marks of opposer, in addition 
to the words used, are each accompanied by a distinctive cut of 
two persons on horseback. This design is of such a character as 
to strike the eye of even the casual observer at first glance. Nor 
is there, in our opinion, such a similarity between the words “Park” 
and “Lane” as justifies, in this case, the sustaining of this opposi- 
tion. 


The decision of the Commissioner is affirmed. 
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Tue Duro Pump & Mre. Co. v. THomas Mappocx’s Sons Co. 
United States Court of Customs and Patent Appeals 
January 27, 1930 


Trape-Marxks—Opposirion—“Dvurock” anp “Duro” Non-cONFLICTING. 

The trade-marks “Duro” and “Durock” are different in appear- 
ance and sound; and the decision dismissing the opposition to the 
registration of the latter mark was affirmed. 

INFRINGEMENT—GoOops OF DirFERENT DescripriveE Properties. 

“Lavatories, drinking fountains, bidets, water closets, water 
closet tanks, robe hangers, towel holders, toilet-paper holders, shower- 
heads, brackets, shelves, glass holders, sponge holders, comb and 
brush holders, soap holders, toothbrush holders, grab rails, bolt caps 
and flush pipe housings,” on the one hand, and “pneumatic water 
systems, electric motors, electric switches, pneumatic tanks, water 
filters, and water softeners,” on the other hand, are held to be of 
different descriptive properties. 

Appeal from a decision of the Commissioner of Patents dis- 


missing a trade-mark opposition. Affirmed. 


H. A. Toulmin and H. A. Toulmin, Jr., both of Dayton, Ohio, 
for appellant. 

T. A. Hostetler and Chas. J. O’Neill, both of Washington, 
D. C., for appellee. 


Harrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing the 
opposition and holding that the — was entitled to have its 
trade-mark registered. 

Appellee’s application was filed on December 19, 1925, for 
the registration of its trade-mark ““Durock” for use on “lavatories, 
drinking fountains, bidets, water closets, water-closet tanks, robe 
hangers, towel holders, toilet-paper holders, shower heads, brackets, 
shelves, glass holders, sponge holders, comb and brush holders, soap 
holders, toothbrush holders, grab rails, bolt caps and flush pipe 
housings, in class 18, hardware and plumbing and steam fitting 
supplies.” Appellee has used the mark in question since Decem- 
ber 1, 1925. 

Appellant has used its trade-mark “Duro” since 1916 on 


“pneumatic water systems, electric motors, electric switches, pneu- 
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matic tanks, water filters and water softeners.” Since the filing 
of the notice of opposition, and due to the fact that it had been 
known and frequently referred to as the Duro Company, appellant 
had its name changed to “The Duro Company.” It has exten- 
sively advertised its products under its trade-mark and its sales- 
men have frequently been called by the name “Duro.” 

Considerable evidence has been submitted by appellant for 
the purpose of establishing that the use by appellee of the mark 
‘“Durock” on the merchandise manufactured and sold by it, would 
cause confusion in the “mind of the public” and deceive purchasers. 
Officers and employees of appellant testified to certain incidents 
which they declared indicated that confusion had already occurred. 
We quote from the testimony of the witness, Shaffer, distributor 
and salesman for appellant: 


“Again in the shops of the Pontiac Plumbing & Heating of Pontiac, 
Mich., Mr. Mason, one of the partners, was confused by this Durock 
advertising, and asked when The Duro Company had started manufac- 
turing enameled ware, which was being advertised by The Maddock’s Sons 
Company under the name ‘Durock.” . . . In most of these instances of 
confusion the dealers wanted to know whether there was any connection 
between the two companies.” (Italics ours.) 


The quoted testimony is typical of the evidence in this regard. 

No evidence was introduced by appellee. However, in its 
answer to the notice of opposition, attention was called to the fact 
that appellant was not the originator of the trade-mark “Duro,” 
as evidenced by many registrations of that word by others, prior 
to its adoption and use by appellant, for use on “plumbers’ sup- 
plies,” “electrical apparatus and supplies,” “metal trimmings for 
plumbers’ supplies,” “blow-off valves,” and various other products. 

In affirming the decision of the Examiner of Interferences the 
Commissioner of Patents, among other things, said: 


“It is apparent opposer did not originate the mark ‘Duro,’ nor was 
it the first to use it on this general class of water-supplying apparatus, 
including the valves, fittings, electric motors, switches, etc. It must be 
held this long prior use by two separate companies of this mark ‘Duro’ 
upon goods, some of which are identical with some of those of opposer, 
narrows the rights of the opposer and it is not entitled to exclude others 
from the broad or general class of water-supplying apparatus, but only 
from the more specific class upon which it actually uses its mark. 

“The applicant company uses its mark upon specifically different 
goods. The marks are not identical but differ to a considerable degree 
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in appearance, sound and significance. While both marks are somewhat 
suggestive of durability, the applicant’s mark is thought suggestive of 
rock-like durability.” 


Counsel for appellant contends that the mark, “Durock,” 
sought to be registered by appellee, is in “substance and reality” 


the mark “Duro’’; that the goods of the respective parties possess 
the same descriptive properties; that the use by appellee of the 
trade-mark “Durock” on its bathroom and other fixtures will cause 
“confusion or mistake in the minds of the public’ and deceive 
purchasers; and that appellant will be greatly damaged. Counsel 
insists that the right of appellant to the exclusive use of the mark 
“Duro” has been affirmatively declared by the courts, and the fol- 
lowing cases are cited as authority for this contention: Duro Pump 
§ Mfg. Co. v. California Cedar Products Co., 11 F. (2d) 205, 56 
App. D. C. 156 [16 T.-M. Rep. 87]; Duro Co. v. Duro Co. [17 
T.-M. Rep. 420]. 

In the case of Duro Pump § Mfg. Co. v. California Cedar 
Products Co., supra, the Court of Appeals of the District of Colum- 
bia had under consideration the right of the applicant, the Cali- 
fornia Cedar Products Company, to the registration of the trade- 
mark “Duro,” for use on “wall board.”” The court quoted at length 
from the decision of the Supreme Court in the case of American 
Steel Foundries v. Robertson, Commissioner, et al., 269 U.S. 872 
[16 T.-M. Rep. 51] (46 S. Ct. Rep. 160), in which case the right 
of a company to appropriate as a trade-mark all, or a portion only, 
of the corporate name of another company was considered and 
decided. The Supreme Court said in part: 


“Where the appropriation of the corporate name is complete, the 
rule of the statute, by its own terms is absolute, and the proposed mark 
must be denied registration without more. But where less than the whole 
name has been appropriated, the right of registration will turn upon 
whether it appears that such partial appropriation is of such character 
and extent that, under the facts of the particular case, it is calculated to 
deceive or confuse the public to the injury of the corporation to which 
the name belongs. 

“The fact, for example, that the articles upon which the mark is used 
are not of the same description as those put out by the corporation, is 
entitled to weight, since the probability of such confusion and injury in 
that situation obviously is more remote than where the articles are of like 
kind. The cases, naturally, present varying degrees of difficulty for the 
application of the rule.” 
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After quoting the above language from the decision of the 
Supreme Court, the Court of Appeals, resting its decision upon 
the record before it, said that the word “Duro” had become so 
“identified with the particular corporation [The Duro Company | 
that, whenever used, it designated to the mind ‘that particular 
corporation,” and, although the goods of the respective parties 
were dissimilar, it was held that appellee was not entitled to have 
the word “Duro” registered as its trade-mark. 

In concluding its opinion, however, the court said: 


“Appellee’s counsel refers in his brief to certain alleged registrations 
in the Patent Office not mentioned in the record. Obviously, this attempt 
to supplement the record cannot avail here, where the case must be 
decided upon the record made below. What effect, if any, these alleged 
registrations would have had upon our decision, had they been of record, 
we need not and do not determine.” 


This statement is not without significance, when the facts 
before us are considered. It appears that the word “Duro” has 
been registered as a trade-mark by many different parties upon 
various kinds of merchandise, including “electrical apparatus and 


supplies,” ‘plumbers’ supplies,’ and other somewhat similar arti- 
cles sold by plumbers. It is obvious that appellant is not the 
originator of the trade-mark “Duro.’”’ Much more might be said, 
but, due to the views we hold of the issues, we refrain from further 
discussion of this particular subject. 

The trade-marks of the parties are not the same. The one 
is “Duro,” the other is “Durock.’”’ Obviously, then, unless the 
word “Durock” is likely to be confused with the word “Duro,” 
this case is clearly distinguishable from the case of The Duro Pump 
§& Mfg. Co. v. California Cedar Products Co., and the case of 
Duro Co. v. Duro Co., supra, relied upon by appellant. 

It is true, as argued by counsel for appellant, that the word 
‘“Durock” is formed by adding the letters “ck” to the word “Duro.” 
Frequently such a slight addition to, or a modification of, a trade- 
mark is insufficient to properly distinguish the new mark from the 
old, and when this is so, and the goods on which the two marks 
are used are so similar as to make confusion in the trade likely, 


registration of the modified word as a trade-mark will be denied. 





58 TWENTY TRADE-MARK REPORTER 


It does not necessarily follow, however, that a slight modification 
of a trade-mark will cause a correspondingly slight effect or result. 
Accordingly, in trade-mark proceedings, as in other cases, the 
issues must be determined in accordance with the facts and cir- 
cumstances of the particular case before the court. 

The trade-marks, “Duro” and “Durock,” are different in ap- 
pearance and in sound. Furthermore, the merchandise upon which 
the mark “Durock” is used by appellee is more than technically 
different from that upon which the mark “Duro” is used by appel- 
lant. To be sure, the goods of the respective parties may be sold 
and installed by the same plumbers, and they may be used in the 
same building. These facts should be considered and we have not 
overlooked them. However, taking into consideration the differ- 
ences in the marks and the dissimilarity of the goods on which the 
respective marks are used, we are of opinion that the use of the 
mark “Durock” will not be likely to cause confusion or mistake 
in the mind of the public, and that appellee is entitled to have its 
mark registered. 

For the reasons stated, the decision is affirmed. 





